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It’s Only Ethical: A Uniformity Argument 

for Exclusive Federal Jurisdiction over 

Patent Legal Malpractice Claims 

By Joshua C. Vincent and Paul D. Swanson 

Recently the Supreme Court issued an opinion in Gunn v. Minton, 

a patent malpractice case originating in Texas.1 Gunn presented a 

divisive jurisdictional issue: whether state tort-law based profes-

sional malpractice claims stemming from federal patent infringe-

ment litigation should be brought in state or federal courts. At the 

heart of the matter is the interpretation and application of federal 

court “arising under” jurisdiction in light of Supreme Court and 

Federal Circuit precedents. In 2007, the Federal Circuit emphati-

cally held that disputed and substantial patent issues in state court 

patent malpractice claims are subject to exclusive federal court 

jurisdiction.2 

In brie5ng the “arising under” issue, the proposed rules of deci-

sion pro6ered to the Supreme Court ranged from “patent mal-

practice claims can never be brought in federal court under 

existing precedent” to “a case-by-case analysis of patent malprac-

tice claims results in exclusive federal jurisdiction.” Within just 

one month following oral arguments, the Supreme Court issued 

its unanimous opinion. Gunn holds that state law patent legal 

malpractice claims presumptively belong in state court—

eliminating what amounts to a grand 5ve-year experiment in 

federal court over patent legal malpractice claims. However, as 

discussed in this article, the Supreme Court’s blanket holding is 
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more applicable to alleged malpractice claims arising out of al-

leged errors in patent litigation; it fails to meaningfully address 

the more interesting and substantial issues that face patent attor-

neys and agents who prosecute patents and who are subject to a 

variety of federal regulations governing their conduct. It is easy to 

conceive of patent legal malpractice claims involving patent pros-

ecution conduct that will raise disputed, substantial issues and 

which should be subject to exclusive federal court adjudication. 

Because the Gunn facts involved patent litigation conduct—not 

patent prosecution conduct—its holding fails to address the prec-

edential quality of state court rulings on disputed and substantial 

federal patent prosecution issues. 

Professional Malpractice: State Law Negligence Claim 

Professional malpractice claims are traditionally state law tort and 

breach of contract claims and are predicated on an alleged error 

by a lawyer. As in all negligence claims, the plainti6 must prove 

the existence and breach of a duty. �en comes the trickier part in 

a legal malpractice claim: the plainti6 must prove a case-within-a-

case to prove causation. 

A legal malpractice claim requires the plainti6 to prove that “but 

for” the alleged negligence of his or her attorney, the plainti6 

would not have su6ered injury.3 Whether there was an error 

typically can invoke mixed questions of law and fact. In the con-

text of patent malpractice, the mixed questions of law and fact 

that arise will normally be of patent law. Finally, the plainti6 must 

prove harm, which can be di>cult in attorney malpractice 

claims—especially where patents are involved. 

Malpractice claims’ unique case-within-a-case structure presents 

the focal point for jurisdictional disputes. �e “outer case” is a 

traditional tort action of negligence based on the laws of the state, 

including applicable statutes of limitation or repose. �e “inner 

case” varies based on the actions or omissions from which the 

claim of negligence arose. Where the inner case and remedy 

sought are based on state laws, there is no question: there is no 

federal question jurisdiction. When the inner case’s claim is based 

on federal law, however, the answer to whether federal courts 

have jurisdiction has been “it depends.” 
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Since 2007, when the inner case’s federal questions are based on 

substantial issues of patent law, the Federal Circuit’s now defunct 

answer was that federal courts possess exclusive jurisdiction over 

patent legal malpractice claims.4 For patent practitioners looking 

for consistent and e>cient determinations on patent issues—

whether they arise during patent prosecution, litigation, or mal-

practice claims thereon—that was good news. Practitioners and 

clients alike bene5t from the e>ciency and predictability of the 

federal trial and appellate courts with regard to unique-to-patent-

law principles and procedures (e.g., claim construction, inequita-

ble conduct, person of ordinary skill in the art (POSITA), etc.) 

that state courts never confront in daily adjudication of cases. 

Gunn, a patent litigation malpractice case, pointedly asked the 

Supreme Court to review the Federal Circuit’s precedent from the 

2007 Air Measurement Technologies (patent litigation malpractice) 

and Immunocept (patent prosecution malpractice) cases onward 

for this jurisdictional issue. Rather than reinforce the Federal 

Circuit’s precedent extending jurisdiction to state law malpractice 

claims hinging on wholly patent practice, the Court narrowed the 

application of federal jurisdiction. Counsel and amici successfully 

argued that, for predictability, state courts should always hear 

these state claims (even though federal diversity jurisdiction may 

still remove the case), and that conferring “arising under” federal 

jurisdiction would create a slippery slope to federal jurisdiction 

over claims far removed from patent practice and other bodies of 

federal law. 

In reviewing the legal precedents and legislative history with 

respect to patent practice, the concerns regarding exclusive feder-

al jurisdiction have been exaggerated while the bene5ts of exclu-

sive federal jurisdiction appear to have been understated or 

ignored. Why would the exercise of exclusive federal jurisdiction 

over patent malpractice claims lead to more certainty than in 

litigation involving other federal laws embedded in traditional 

state law claims? And why did the arguments presented before the 

Court in Gunn fail to fully address all patent practitioners and 

patent malpractice claim types? �is article o6ers some cogent 

justi5cations that were not necessarily readily apparent or dis-

cussed in connection with the plethora of Gunn brie5ngs, and 
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which might still carry the day in mandating federal court juris-

diction over at least some patent legal malpractice claims. 

Federal Jurisdiction: Can You Get �ere? 

Unlike state courts, federal courts have limited jurisdiction—

jurisdiction must be conferred to federal courts by Congress. 

Federal courts possess subject matter jurisdiction where there is 

diversity or a federal question.5 �e general federal question 

jurisdictional statute, 28 U.S.C. § 1331, gives district courts origi-

nal jurisdiction over all civil actions arising under the Constitu-

tion, laws, or treaties of the United States. 

Federal question jurisdiction is usually invoked by plainti6s 

pleading a cause of action created by federal law, but the Supreme 

Court has also long recognized that such jurisdiction will lie over 

some state law claims that implicate signi5cant federal issues.6 

�is doctrine captures the commonsense notion that a federal 

court ought to be able to hear claims recognized under state law 

that nonetheless turn on substantial questions of federal law, and 

that thus justify resort to the experience, solicitude, and hope of 

uniformity that a federal forum o6ers on federal issues.7 A mal-

practice claim based on representation in an intellectual property 

matter certainly touches federal law, but generally that’s not 

enough. 

Patent Law Is Unique (Even among Other Intellectual 

Property Rights) 

Patents are special. Congress has long made clear its intent that 

maintaining a uniform, nationwide body of patent law is an im-

portant public policy goal. Because of the importance of national 

uniformity when it comes to patent law issues, Congress granted 

federal courts exclusive jurisdiction over patent cases in 28 U.S.C. 

§ 1338(a). By contrast, Congress elected to allow state courts 

concurrent jurisdiction over trademark cases. 

�e importance of the federal policies involving patents is such 

that Congress also created a special nationwide court of appeals—

the Federal Circuit—to hear all appeals in patent cases, but not in 

trademark or copyright cases.8 With respect to trademark dis-
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putes, the federal courts have concurrent jurisdiction with the 

state courts. With respect to copyright claims, federal courts have 

exclusive jurisdiction, but appeals in those cases are heard within 

the circuit in which they were 5led.9 

Getting into Federal Court on a Patent-Related State Law 

Claim 

In Christianson v. Colt Industries Operating Corp., the Supreme 

Court created a two-prong test for exclusive federal jurisdiction 

pursuant to § 1338(a).10 �e Court held exclusive federal jurisdic-

tion would extend to any case “in which a well-pleaded complaint 

establishes either [1] that federal patent law creates the cause of 

action or [2] that the plainti6 ’s right to relief necessarily depends 

on resolution of a substantial question of federal patent law, in 

that patent law is a necessary element of one of the well-pleaded 

claims.”11 

For state-based malpractice claims involving patent law, the sec-

ond prong of the Christianson test is relevant. �us, exclusive 

federal jurisdiction for a patent malpractice claim hinges on 

whether the plainti6 ’s right to relief necessarily depends on reso-

lution of a substantial question of federal patent law.12 

In Christianson, the Court noted that where alternative theories of 

recovery are in the pleading that do not rely on the resolution of a 

question of federal patent law, then the patent law question would 

be relatively insubstantial; therefore, patent-speci5c jurisdiction 

(§ 1338(a)) would be inappropriate.13 Under the facts of Christian-

son, the pleadings pertained to claims that could be resolved 

without resort to patent law (i.e., antitrust law), and thus no 

§ 1338(a) jurisdiction was conferred. But Christianson did not 

involve malpractice, and thus did not require the Court to discuss 

a malpractice claim’s special case-within-a-case proof require-

ments. 

AMer determining that the second prong of Christianson is the 

appropriate avenue for federal jurisdiction over a malpractice 

claim, the next step is an analysis of the four Grable factors,14 as 

each expands upon Christianson’s § 1338(a) jurisdictional test.15 

�e four-prong test in Grable asks: “[D]oes a state-law claim 
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[1] necessarily raise a stated federal issue, [2] actually disputed 

and [3] substantial, [4] which a federal forum may entertain with-

out disturbing any congressionally approved balance of federal 

and state judicial responsibilities”?16  

In patent malpractice claims, the answers to the Grable test, as 

applied to § 1338(a) by the Federal Circuit, should be strong 

arguments for exclusive federal jurisdiction. �is is due to the 

case-within-a-case structure of malpractice claims, the structure 

and segregation of patent practice, the nature of patent law dis-

putes, and documented congressional intent, all of which stand in 

favor of exclusive federal jurisdiction in analyzing Grable’s four 

prongs. 

Necessary and Disputed: Resolution of Patent Case “In-

side” Malpractice Case 

In a patent malpractice case, the plainti6 will be required to prove 

the entire patent infringement case to prove the causation ele-

ment of its negligence (malpractice) claim. As noted in Air Meas-

urement Technologies, it would be illogical for a federal district 

court to have jurisdiction under § 1338 to hear the underlying 

infringement suit but to not have jurisdiction under § 1338 to hear 

the same substantial patent question in the case-within-a-case 

context of a state malpractice claim.17 

Plainti6s in patent malpractice cases typically must prove a case 

regarding the patent’s value—whether based on ability to cover 

competitors’ products in infringement litigation or otherwise—

which will involve the determination of claim scope. Patent claim 

scope de5nes the scope of patent protection, and is a substantial 

question of federal law. In a malpractice case, the court will not 

have to deal with alternative (nonpatent) theories of recovery; 

thus, the patent issue is necessary for the plainti6 ’s recovery. In 

Gunn, the Court did not hesitate to 5nd that the underlying non-

action alleged by Minton, regarding experimental use, was a 

question of federal patent law and necessary to the resolution of 

his malpractice claim. 

In these patent malpractice cases, whether the plainti6 would be 

successful in the underlying suit is usually contested by the de-
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fendant, and thus the issue is also “disputed” per the second 

prong of Grable. Not surprisingly, the Court found the issue actu-

ally disputed in Gunn. 

Note that under Christianson, there was no question whether 

patent law issues are substantial enough for federal question 

jurisdiction. Congress had enacted § 1338(a), and the Supreme 

Court equated “necessarily depends on . . . a substantial question 

of federal patent law” with “patent law is a necessary element of 

one of the well-pleaded claims.”18 

But the opponents of exclusive federal jurisdiction in patent 

malpractice claims demanded “more” in the analysis of whether a 

patent law question is “substantial” as required by Grable’s third 

prong. Additionally, these opponents routinely decry that speci5c 

analysis of federalism concerns in Grable must also be conducted. 

Under a pragmatic analysis of Grable in light of the varying roles 

of patent practitioners, both substantiality and federalism con-

cerns weigh in favor of exclusive federal jurisdiction over patent 

malpractice cases, despite the contrary Supreme Court holding in 

Gunn. 

What Is a Substantial Patent Legal Malpractice Issue? 

Many patent legal malpractice allegations concern either patents 

that never issued at all or patent claims that should have been 

draMed and included in a patent application, but were not. �e 

primary argument against exclusive federal jurisdiction over 

patent legal malpractice claims is the proposition that hypothet-

ical patent claims can never present a substantial issue of patent 

law. By de5nition, such claims cannot alter existing patent rights, 

nor cause a patent to issue. �e argument follows that such hypo-

thetical patent malpractice cases will always only present “insub-

stantial” federal patent law issues. �is position was reinforced in 

Gunn, where the Supreme Court held that Grable’s substantiality 

requirement limits federal jurisdiction to only those issues that 

will a6ect the patent system as a whole. 

�is reasoning sounds plausible at 5rst blush, but ignores the 

larger reality of patent legal malpractice claims—which necessari-

ly focus on the conduct of those involved in either procuring or 
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litigating potentially valuable patent rights. �e need for uniform 

precedential guidance focuses on two key “stakeholders”—patent 

prosecution and federal court litigation counsel—responsible for 

generating and protecting all patent rights in the United States. 

�ese two distinct constituents are plainly and clearly ignored by 

those who argue that patent legal malpractice claims cannot alter 

existing patent rights. �is is the blind spot in the analysis o6ered 

by those opposed to exclusive federal court jurisdiction over 

patent legal malpractice claims.19 Moreover, allegations of “hypo-

thetical” claims being insubstantial overlook the possible conse-

quences to inventors who may have pending continuation 

applications before the United States Patent and Trademark 

O>ce (USPTO), as noted by counsel in Gunn.20 

Judge O’Malley’s dissent in Byrne v. Wood, Herron & Evans, LLP 

seeks to use three considerations in determining whether a feder-

al issue is “substantial” under § 1331 jurisprudence and apply it to 

patent malpractice claims brought under § 1338(a). �ese consid-

erations are: “(1) if the issue is a ‘pure question of law,’ rather 

than one that is ‘fact-bound and situation-speci5c’; (2) the federal 

government’s interest in the issue . . . ; and (3) if resolution of the 

federal issue is dispositive of the case at hand.”21 

Judge O’Malley’s argument that patent malpractice cases are “fact 

driven” is an incorrect characterization of the underlying legal 

analysis required in patent malpractice cases, which necessarily 

involves claim construction, whether as issued or as hypothetical-

ly issued. Claim construction is a question of law.22 Further weigh-

ing against this stance, “Grable did not hold that only state law 

claims that involve constructions of federal statute or pure ques-

tions of law belonged in the federal court.”23 But the Court clari-

5ed its position regarding hypothetical versus real-world e6ects in 

Gunn, holding the potential for real-world e6ects in patent mal-

practice claims is “fact-bound and situation-speci5c,” and because 

it will not a6ect the federal patent system as a whole, it is insu>-

cient for Grable’s substantiality prong. 

But for patent practitioners, the possibility of patent malpractice 

jurisprudence guiding their actions is not hypothetical: Every 

issue of patent legal malpractice involving patent prosecution 
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inevitably will involve an analysis of whether the patent prosecu-

tor breached a professional standard of conduct or duty imposed 

under the professional responsibility rules set forth in the Code of 

Federal Regulations applicable to those admitted to practice 

before the USPTO. 

Where the malpractice complaint alleges a patent practitioner’s 

failure to make a 5ling deadline, or pay a maintenance fee, the 

federal question is not a simple question of fact (i.e., “did he or 

she miss a deadline?”) but instead must examine how the alleged 

action or inaction will a6ect the issued or hypothetical patent’s 

scope. �e issues of legal malpractice are necessarily “inextricably 

bound to determinations of substantive issues of patent law,” and 

federal law will also inevitably interplay with the attorney’s stand-

ard of care under malpractice law.24 �us, exclusive federal juris-

diction is proper and may present opportunities for resolving 

questions on standards of conduct required of all patent practi-

tioners. 

Gunn held that the federal courts’ greater familiarity with patent 

laws and rules is not enough, by itself, to remove patent malprac-

tice cases from the state courts. �is holding fails to comprehend 

the complexity of procedure developed by federal courts to han-

dle patent law or whether state courts would be competent in 

such matters. Patent litigation is much more “rules” driven than 

ordinary commercial litigation. To address the complications 

wrought by such issues as “Markman hearing claim construc-

tions” and early analyses of infringement contentions, a number 

of federal district courts have adopted local patent rules.25 Patent 

legal malpractice claims can arise from failures to comply with 

such rules. 

Such failure to comply with local rules was the basis of a patent 

malpractice claim in Ecast, Inc. v. Morrison & Foerster, LLP. In 

Ecast, aMer a bad result in an underlying patent infringement 

action, Ecast sued its patent counsel in the San Francisco Superi-

or Court, in part for failing to timely 5le a stay for reexamination 

in compliance with the Northern District of Illinois’s local patent 

rules.26 �e O’Malley and other dissents and the American Intel-

lectual Property Law Association (AIPLA) brief in Gunn make no 
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mention of how violation of these provisions might lead to prece-

dential guidance only of import to patent litigators. 

Should Exclusive Federal Court Jurisdiction Raise Feder-

alism Concerns? 

�e central principal in the fourth prong of Grable is whether the 

balance between state and federal judicial responsibilities is in 

sync with congressional intent. �ere is a stronger public policy 

interest in uniformity of patent law than in other areas, and Con-

gress has explicitly stated its desire to increase the predictability 

of the patent system, and thus the con5dence in and ability to 

plan thereon, through a clear, stable, uniform basis for evaluating 

patent matters. Exclusive federal jurisdiction over patent issues 

promotes a vital goal of uniformity in patent law and comports 

with the legislative history of the Federal Courts Improvement 

Act of 1982.27 

While the legislative history of this Act reveals concerns that 

patent cases were inconsistently adjudicated and forum-shopping 

was rampant in patent litigation, exclusive federal jurisdiction 

over patent malpractice claims was not speci5cally addressed. 

However, the expressed concerns in the legislative history—

speci5cally inconsistency and nonuniformity—equally apply 

where state courts must resolve underlying patent issues in mal-

practice cases. 

Additionally, Congress has expressed intent for federal control 

over the conduct of patent practitioners through creation of the 

USPTO Code of Professional Responsibility (USPTO Code).28 

Congressional intent for exclusive federal jurisdiction over patent 

related claims is reinforced through changes made by the Leahy-

Smith America Invents Act (AIA). �e AIA revised the existing 

jurisdictional statutes and added 28 U.S.C. § 1454 to provide 

additional guidance over patent jurisdictional matters, such as 

unequivocally stating that compulsory counterclaims involving 

patent issues are within Congress’s intended scope for exclusive 

federal jurisdiction.29 �us, Congress has clearly expressed its will 

and intents with respect to the unique importance of uniform, 

nationwide, federal determination of patent law issues. 
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�e need for uniformity and consistency in patent malpractice 

issues is especially important to the patent practitioners faced 

with a patent system in which the investments in patent procure-

ment and litigation are measured by millions of dollars. 

State court decisions imposing attorney discipline for 

conduct before the [US]PTO and in federal patent litiga-

tion based on an incorrect interpretation of patent law are 

almost certain to result in di6ering standards for attorney 

conduct and to impair the patent bar’s ability to properly 

represent clients in proceedings before the [US]PTO and 

in the federal courts.30 

 

Although Gunn held that federal court familiarity with patent law 

is insu>cient, alone, for exclusive federal jurisdiction, “[t]here is a 

substantial federal interest in preventing state courts from impos-

ing incorrect patent law standards for proceedings that should 

exclusively occur before the [US]PTO and the federal courts.”31 

Denying federal jurisdiction over these cases would allow states to 

reach di6erent conclusions as to the requirements for federal 

patent law in the context of state malpractice. As noted below, 

exactly such an issue was presented in Gunn: the Texas state court 

applied patent law di6erently than the Federal Circuit precedent. 

In acknowledging that such di6erences can occur, the Court in 

Gunn provides practitioners little comfort in suggesting state 

courts will hopefully “hew closely to the pertinent federal prece-

dents.”32 

Certainly states have an interest in controlling the conduct of 

members of their bar, as argued by opponents of exclusive federal 

jurisdiction, but they are mistaken to believe such control by a 

state bar is lost by providing exclusive federal jurisdiction to 

patent malpractice claims. First, states set the rules for negligence 

(elements, statutes of limitation/repose). Second, although patent 

practitioners are subject to the USPTO Code, it does not preempt 

state ethical rules nor would a state be impaired in the discipline 

or reciprocal discipline of an attorney found failing to exercise 

due care in the handling of his or her client’s matters.33  

�e fact that the USPTO Code may apply along with state rules 

raises interesting questions, especially where one set of rules 
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permits what the other prohibits, but these questions distract 

from the appropriate focus in patent malpractice: every aspect of 

the patent law is federal. Because patent malpractice claims nec-

essarily involve practitioner conduct before either a federal agen-

cy (the USPTO) or federal courts, there is a substantial federal 

interest in ensuring that federal patent law questions are correctly 

and uniformly resolved in determining the standards for practi-

tioner conduct in these proceedings, even when the patent law 

issue is case-speci5c.34 As previously noted, patents and patent 

practice are unique in their exclusively federal nature, unlike 

trademark-related malpractice which may involve conduct before 

state courts.35 

Additionally, it is important to note that not all patent practition-

ers are subject to the rules of a state bar (e.g., a patent agent), 

while some practitioners may be subject to the rules of multiple 

state bars.36 However all patent practitioners, whether attorney or 

agent, are subject to standards for practice before the USPTO 

that are governed by federal law.37 In April, the USPTO took a 

major step towards simplifying practitioners’ compliance with 

ethical rules by adopting the ABA’s Model Rules of Professional 

Conduct.38 Although these changes will simplify some aspects of 

patent practice professional responsibility, the more substantial 

issue of state-by-state, non-uniform application and interpreta-

tion of the rules remains to be addressed. In this regard, exclusive 

federal jurisdiction over patent malpractice claims can provide 

welcome uniformity and instructive rulings to all patent practi-

tioners as to how their conduct must conform according to the 

USPTO Code, regardless of their location or status as an agent or 

attorney.  

An example of the need for uniformity in patent law issues argued 

in the malpractice context appears in Warrior Sports, Inc. v. Dick-

inson Wright P.L.L.C.39 Among the various claims of malpractice 

in Warrior Sports was what constitutes “avoidable delay” under 

patent law and whether, given the USPTO’s procedures, a 5nal 

decision would have been rendered any sooner. Counsel for the 

defense succinctly stated the need for uniformity available from 

federal courts in patent malpractice cases: 
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Given that the USPTO has now found the lapse “unavoid-

able,” it raises questions as to whether something truly una-

voidable, but unintentional, violates a patent [practitioner’s] 

standard of care subjecting him to malpractice claims. �is is 

a question of importance to all patent [practitioners] in the 

United States and is a question that only the federal courts 

should hear and decide.40 

 

�e oral argument of counsel in Gunn frames the issue as a de-

termination of the scope of “arising under” jurisdiction in light of 

the need for patent law uniformity. Gunn’s attorney argued for a 

bright-line rule that would provide practitioners a great deal of 

certainty, positing that never, ever should patent malpractice 

receive “arising under” jurisdiction. Gunn’s attorney nevertheless 

noted that from a res judicata standpoint, binding e6ect is availa-

ble only from “decisions by either the Board of Patent Review or 

Interferences, the United States District Court for the District of 

Columbia, and the Federal Circuit. No State courts make that 

list.”41 �e res judicata and issue preclusion arguments were pro-

vided by Gunn to ameliorate the worries of potential harm from a 

state court. �us, the certainty provided under Gunn’s proposed 

rule is limited to where to +le a patent malpractice action rather 

than what is permissible conduct under the rules. Such a rule pro-

vides little useful guidance to practitioners. 

Counsel for Minton described precedent in which a state court’s 

decision is entitled issue preclusion even in a federal forum—a 

danger of allowing the patent malpractice cases to proceed in 

state court. Minton’s attorney noted speci5cally that the decision 

was “going to have a really profound e6ect on patent law practi-

tioners who are uniquely situated and work in parcel—and inter-

locking with the Patent O>ce. It is the patent [practitioners] who 

draM the patents, it is the patent [practitioners] who present them 

to the Patent O>ce, they are the ones who engage when they 

need to be amended or re5ned or narrowed or broadened.42 In 

making such an argument, Minton’s attorney raised issues similar 

to those in Warrior Sports and argued a jurisdictional rule can be 

fashioned to address such issues, preserve patent law uniformity, 

and provide meaningful and national guidance to patent practi-

tioners. 
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In describing the sought-aMer rule, Minton’s attorney stated that 

the patent malpractice cases involving a case-within-a-case sce-

nario are those which should go to federal court, and those with-

out should remain in state court.43 Even though the litigation will 

not revive an invalidated patent, it has real consequences to the 

inventor: in Gunn, there was a pending continuation application. 

But the Court held such an issue “insubstantial,” per Grable, to the 

patent system as a whole, even though it may be substantial to the 

litigants. 

During oral arguments, the Court expressed concerns over the 

possibility of a state creating additional rules that a patent practi-

tioner must follow, beyond that of the USPTO, to practice the 

wholly federal patent laws. On rebuttal, the Court asked Gunn’s 

attorney about situations where a state 5nds it necessary to apply 

both “belt and suspenders.”44 Gunn’s attorney argued it was per-

missible for attorneys in certain states to always have to do some-

thing extra apart from that required by attorneys in other states 

when handling patent cases in federal courts. 

�is argument seeks to create less uniformity and creates a risk of 

varying stances by state courts—that one state will hold “belts and 

not suspenders” while another will hold “suspenders and not 

belts.” �e risk is most obvious where an attorney is licensed in 

multiple states, each having diverged on whether belts or sus-

penders are appropriate. A situation is created wherein an attor-

ney must necessarily violate rules in one state to comply with 

another’s, or perhaps always increase the costs and complexity of 

litigation out of an abundance of precaution, to his or her client’s 

5nancial detriment. In the nonlitigation context, would a patent 

attorney prosecuting an application before the USPTO encounter 

additional burdens imposed by the state bar that do not similarly 

constrain a patent agent? 

Other opposition to exclusive federal jurisdiction alleged a “sky is 

falling” scenario where the e6ect of the Federal Circuit’s “power 

grab” will inevitably end with every claim 5nding its way into 

exclusive federal jurisdiction, despite the self-limiting nature of 

these patent malpractice claims.45 Such an argument is inapposite 

of the Federal Circuit’s repeated showing that patent law, which is 



15 

federally based and exclusively practiced before a federal agency 

or in federal courts, is uniquely wholly federal in nature. Judge 

O’Malley’s dissent in Memorylink posits that complex patent 

issues are something state courts could competently handle with 

uniformity (or, being nonprecedential, without the need for 

uniformity despite Congress’s mandate), but federal courts would 

be incapable of applying a state’s negligence principles uniformly 

(even though it would be required in a diversity case).46 

Consistency Is Paramount for the Patent Practitioner 

Despite the Supreme Court’s disinclination to apply exclusive 

federal jurisdiction over state law claims, the same congressional 

demands for uniformity in application and interpretation in the 

patent law in conventional infringement or patentability litigation 

apply to the case-within-a-case structure of patent malpractice 

cases. Moreover, the uniformity inherent in exclusive federal 

jurisdiction over patent malpractice cases can provide substantial 

bene5ts to practitioners and clients alike. Meaningful guidance 

through establishing ethics-based precedent in practitioner mal-

practice claims can occur only under exclusive federal jurisdic-

tion.47 

Like the bene5ts stemming from exclusive federal jurisdiction 

over patent cases, all parties to the patenting prosecution and 

enforcement processes will enjoy predictability, uniformity, and 

con5dence in business planning with consistent interpretation 

and application of ethical rules in patent practice. To accomplish 

consistency, the same procedures must be employed that are used 

in nonmalpractice patent cases: legislators, courts, and practi-

tioners must embrace “arising under” jurisdiction’s inclusion of 

necessarily patent-based malpractice cases. It’s the ethical thing to 

do. 
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